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Introduccion: ;donde esta la conveyance room?

- a second conveyor (11) of atypical arti-

cles that are passed in parallel operation
to the machine (1), from this unpacking

station (6) to an auxiliary operator-as-
sisted identification station (12) and lo-
cated in transverse operation with the
first gate (4.1) of that classification area
(4) and which ejects the unidentified
copies;

a third conveyor (14) of unidentified
copies which extends transversely to the
machine (1) from that first gate (4.1) to
the auxiliary gate (12).

An optional conveyance room (15)] of ex-

temporaneous copies which extends
tfransversely to the machine (1) from a
second gatie (4.2) that is provided for this
purpose in the classification area (4) to
the auxiliary station (12);

- associated with this auxiliary station (12)

and connected with this control computer
(5), a computer (13) for processing atypi-
cal unsold articles, unidentified copies
and, as an option, extemporaneous
copies;

a fifth conveyor (16) which extends be-
tween this auxiliary station (12) and bal-
ing and storage means with & carrousel
(17) for pre-storage of unidentified and
atypical articles for their classification by
hand;

a printer (18) and as an option, a printer
(19) designed to assign identification
code for unidentified and extemporane-
ous articles, which are respectively asso-
ciated with that conveyor (14 and 15) and
connected to this control computer (5).



Introduccion: ;donde esta la conveyance room?

La pregunta del examinador:

FIG.T

“Where is the conveyance room 15?”



Introduccion: ;donde esta la conveyance room?

- un primer transportador (8)|de publicaciones

invendidas que desemboca en dicha méquina (1) entre dicho
puesto de desempaquetado y un puesto de dosificacicdn de los
ejemplares de dichas publicaciones, adyacente a dicha zona
de carga (2) de la maguina (1);

- un discriminador (10) de fin de dosifica-
cién, asociado a dicho puesto dosificador (9) manual o©
automitico; . wat: WO 94/16830

- un segundeo transportador (11)|de articulOs e ageso de 199 04.0894)
atipicos gque discurre fun&EEﬁEIﬁEﬁEE'ﬁErETETJ a la MAQUINA 1P US. Patente curopes (AT, |

GB, GR, IE, IT, LU, MC, KL,

(1), desde dicho puesto de desempaguetado (6) hasta un
puesto auxiliar (12) nocidos;

operario y ublcado en o< - un tercer transportador (14)|de ejemplares

con la primera puerta { irreconocides que se extiende transversalmente a la maguina
(4) v gue estd destinac (1) desde dicha primera puerta (4.1) hasta dicho puesto

auxiliar (12);

- un opcional cuartc transportador (15)|de

ejemplares extemporédneos gue se extiende transversalmente
& la m&guina (1) desde una segunda puerta (4.2) prevista al
efecto en dicha zona de clasificacién (4) hasta dicho

puesto auxiliar (12);



Introduccion: ;donde esta la conveyance room?

¢ Qué hacer?

Corregir de acuerdo con el Art. 14(2) del CPE:

E disches Pat
P [ ——, UNTARERAVARR AR
- Bt
2.

DEVICE FOR PROCESSING THE RETURN OF

14 UNSOLD ARTICLES, according to claim 1, further
“)°  including a[fourth conveyor]of copies found to have
' been returned after a preestablished period of time,
@A said fourth conveyor extending transversely to the
@2 machine (1) from a second gate (4.2), that is pro-
vided for this purpose in the classification area (4),

to the auxiliary station (12).




¢ Qué dice el articulo 14(2) del CPE?

Art. 14(2) CPE: “A European patent application shall
be filed in one of the official languages or, if filed Iin
any other language, translated into one of the
official languages In accordance with the
Implementing Regulations. Throughout the
proceedings before the European Patent Office,
such translation may be brought into conformity with
the application as filed. If a required translation is not

filed in due time, the application shall be deemed to
be withdrawn.”




¢Por qué tenemos el articulo 14(2) del CPE?

Estados contratantes al principio (7 Octubre 1977). Alemania
(Republica Federal), , Francia, Luxemburgo, Los Paises
Bajos, Reino Unido,

Pero luego llegaron Suecia, Italia,...

...muchos de los cuales no tenian una lengua oficial que fuera
también una de las lenguas oficiales de la EPO.

El Articulo 14(2) intenta compensar la desventaja que sufren los
que no tienen el inglés, el aleman o el francés como lenqua
oficial/materna/principal.

(Y la Regla 6 del EPC pretende compensar con algo de dinero:
30% de la tasa de presentacion...para algunos solicitantes...)



¢Como se aplica?

Corregir una traduccion bajo el Art. 14(2) CPE es sencillo: se
presentan nuevas paginas en las que los errores de traduccion
se han corregido.

A veces (¢ procedimientos inter partes?) se debe presentar una
traduccion certificada.

Las correcciones se pueden presentar junto con otras
enmiendas, por ejemplo, al contestar a una comunicacion
bajo el Art. 94(3) o la R. 71(3) EPC.



Relacion con el articulo 123(2) del CPE

Art. 70(1) CPE: “The text of a European patent application or a
European patent in the language of the proceedings shall be
the authentic text in any proceedings before the European
Patent Office and in any Contracting State.”

Art.70(2) CPE: “If, however, the European patent application
has been filed in a language which is not an official language
of the European Patent Office, that text shall be the application
as filed within the meaning of this Convention.”

El texto original (en castellano, sueco,...) es el texto que se
tiene en cuenta a efectos del Art. 123(2) CPE: “The European
patent application or European patent may not be amended in
such a way that it contains subject-matter which extends
beyond the content of the application as filed.”

Este es la parte buena: ¢via libre para corregir y enmendar en
base al texto original?



Relacion con el articulo 123(3) del CPE

Una vez concedida la patente aplica el Art. 123(3)
CPE:

“The European patent may not be amended In such
a way as to extend the protection it confers.”

iAQUI ESTA “LA TRAMPA”!
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Lo que las Camaras de Recurso han decidido

1287/98 (EP94201912.6)

Descripcion presentada en neerlandés (extracto):

shredderafval is zoals bekend afval dat ontstaat bij de
verwerking van |schroot| in een zogenaamde shredder of

hamermolen.

With respect to the case under heading, we herewith enclose:

- the text in English in triplicate;

= the certified copy of Belglan patent no 09300783
filed on 28 July 1993;
- an English translation of same.

We wish you good receipt of these documents.

Traduccion presentada (extracto):

Shredder waste is, as is known, waste which is produced

during the processing of |scrap |in what is called a

shredder or hammer mill.
11



Lo que las Camaras de Recurso han decidido

1287/98 (cont.)

The original application in Dutch contained the word
"schroot", which means scrap metal, as substantiated by
the coples of various dictionaries provided by the
Appellant. This word was thus not correctly translated

into English and nothing other than "scrap metal" was

meant 1n the application as originally filed.

12



Lo que las Camaras de Recurso han decidido

1287/98 (cont.)

Since Article 70(2) EPC provides that in a case
referred to in Article 14(2) EPC, i1.e. 1n which the
Furopean patent application is filed in a language of a
contracting state other than English, French or German,
the original text must be taken into account 1in
proceedings before the FEuropean Patent Office, in order
to determine whether the subject-matter of the
application extends beyond the content of the
application as filed, the replacement of the word
"scrap" by "scrap metal" is allowable under

Article 123(2) EPC.
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Lo que las Camaras de Recurso han decidido

T359/06 (EP96935504.9)

H#H RSB R
BE = B B

PCT BT AT B SV T AR X s EEE R
(51) EHEEFRFF5 6 (11) EERELEES WO097/16632
FO1N 3/20, 3/02 Al

(43) EEE4BAR 199745 H9 R (09.05.97)

21y ERHEEES PCT/IP96/03184 | (74) {REEA
FEE HH & FHISHIDA, Takashi et al.)
(22) EFEHIEH 19964F 104 30H (30.10.96) | T105 HEHBHEEE / MA=T BSEIS ./ MH378 L
_ A EEIIERT Tokyo, (JP)
(30) EHRET—F
HERTIC7/281784 19954108 30 H (30.10.95) JP| (81) &EE CN, JP, KR, US, BEXIN4#3F (AT, BE, CH, DE,
#FETE8/35057 19964E2 A 22 H (22.02.96) JP | DK, ES, FI, FR, GB, GR, IE, IT, LU, MC, NL, PT, SE).
| (71) HEBA CKEZERC 7 UOREERC D) AT 26 Bl S35
k3 HEYEEAE=T HEWESEH

(TOYOTA JIDOSHA KABUSHIKI KAISHA)[JP/JP]
T471-71 2R @B AT 3 FET1EM Aichi, JP)
(72) BEAE  BX U
(75) EEAE HEAN CEBRIz-2W\WT o)
EFFI(KINUGASA, Yukio)[JP/IP]
F+ B EF(IGARASI, Kouhei)[JP/IP]
{FBEEE BL(ITOU, Takaaki)[JP/JP]

T471-71 BAMFRESHET I FET1EFH

3 & BEhEEEA SR Aichi, JP)




Lo que las Camaras de Recurso han decidido

1359/06 (cont.)

. AREME, SHE SN 2B RTOEBRSEHET 21
EFE L,

N ETR CHE SN AER S AR E L CHRBEFRORE
EEFSREFB L.

BESUBOEHOETRELFHT 3 ETREFHNEE L.

MEEFREFANFR CTFAN SN -EFOATRECES L TH
BEBEA,CHHINIBRTIOREREFNT ZHE Y AREE
FAFE L.

MRy ARERTFMERIC L > CTFHESN SRS ARER
CHELTHEREFR L A NERETROBEET SN BHE
RETIBESMRTER L.

AR CFRTRESN B HE LA & &, BIE
BEFRICIINEREFTROBALLETTIBLEERTTRE, %
BT 3RREEONRSBLER.,



Lo que las Camaras de Recurso han decidido

1359/06 (cont.)

What is claimed is:
1. An exhaust gas purifying system for an internal
combustion engine, comprising:

a trapping means for trapping poisonous

components of the exhaust gas emitted from the internal
combustion engine;

a removing means for regeneration said
trapping means by removing the poisonous component
trapped in said trapping means;

a running condition predicting means for
predicting the running condition of the vehicle after the
present time;

an exhaust gas property predicting means
for predicting the property of the exhaust gas emitted
from the internal combustion engine based on the vehicle
running condition predicted by said running condition
prediction means;

a regeneration timing determining means
for determining the timing when said trapping means is
regenerated by said removal means in accordance with the
exhaust gas property predicted by said exhaust gas
property predicting means; and

a regeneration executing means for
executing the regeneration of said trapping means by said
removing means when the timing determined by said

regeneration timing determining means occurs.

Traduccion para entrada
en fase regional EP

1. An exhaust gas purifying system for an internal combustion

engine, comprising:

a trapping means for trapping

polluting |cocmponents of the

exhaust gas emitted from the internal combustion engine;

a removing means for regenerating said trapping means by
removing the polluting components trapped in said trapping
means;

a running condition predicting means for predicting the
running condition of the vehicle after the present time;

an exhaust gas property predicting means for predicting the
property of the exhaust gas emitted from the internal combustion
engine based on the vehicle running condition predicted by said
running condition predicting means;

a regeneration timing determining means for determining the
timing when said trapping means is regenerated by sald removal
means in accordance with the exhaust gas property predicted by
said exhaust gas vproperty predicting means; and

a regeneration executing means for executing the
regeneration of said trapping means by said removing means when
the timing determined by said regeneration timing determining

means oCCuUurs.

Reivindicacion 1 modificada después de la

entrada en la fase regional EP 16



Lo que las Camaras de Recurso han decidido

1359/06 (cont.)

No se explica el cambio de terminologia:

Aceording to Rule 86(Z) EPC in connection with Art. 157
EPC, enclosed new claims 1 to 13 are filed in triplicate.
The new claims 1 to 13 shall replace the pending claims 1

to 9,
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Lo que las Camaras de Recurso han decidido

1359/06 (cont.)

Hubo oposicion:

[
Wy 5 Alﬂﬁﬂ&ﬁurméan
Oppositionaunbreveteuropéen 13,0kt 2003, Teet
et e o | | | | | |
réservé 4 [0ER
L Brevet attaqué
N° de l'gapos. | OPPOIY)
Nuamra d brevet EP859132
Huméro de i demands 969355049
Date de ks mention de s déliveance (art. 374), 981) CBE| 15/01/2003
Titre da Iinwention
EXHAUST EMISSION CONTROL APPARATUS FOR INTERNAL COMBUSTION ENGINE
I Urigue o primiier TOYOTA JIDOSHA H B
titulaire du brevet OTA JIDOSHA KABUSHIKI KAISHA
Ciné dans g fascicuie du breven
Reference o [ appoSANL U du MANGALAVE jmas. 15 cames w isqeoes) OREF
ll. Opposant 0FPO (2
RN
Nom PEUGEQT CITROEN AUTOMOBILES 54
Adrassa
Foule de Gizy
78843 Vidlzy Villacoublay
France
Etat du domicilo eu du sidge FRANCE




Lo que las Camaras de Recurso han decidido

1359/06 (cont.)

Argumento Art. 100(c) CPE:

L’objet du brevet s'étend au-deld du contenu de la demande telle qu'elle 3 été déposée

3.1/ Revendical Ivree |

Dans la demande de brevet telle que déposée, il est utilisé dans la revendication 1 le terme de
« poisonous component », terme qui se retrouve plusieurs fois dans la description (¢f. colonne
1 ligne 4 du brevet) or ce terme a éé supprimé de la revendication 1 au cours de la pm:ndum
d’examen, et remplacé par le terme « polluting component ».

[l est évident que ces deux termes non clairement pas la méme signification, ni la méme
portes,

Par conséquent, I'objet du brevet s'étend bien au-deli du contenn de la demande telle qu'elle
B €& déposée et done le brevet A1 doit &tre révoqué conformément & I'article 100c) CBE.
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Lo que las Camaras de Recurso han decidido

1359/06 (cont.)
BOA:

20



Lo que las Camaras de Recurso han decidido

1359/06 (cont.)

BOA:

be assigned to the category of pollutant or be exclude«
therefrom, in which respect the relative quantity and
the environmental circumstances are lmportant. The
Board 1s willing to accept that these definitions may
well apply in a general context but they do not
contradict the respondent's view, which is shared by
the Board, that the terms "pollutant" and "poisonous'
are normally used for classifying a substance
independently of the dose at which it would cause the
harmful effect. Some substances, such as the toxin of
amanita phalloides, mentioned by the respondent, are
indeed classified as poisonous, but not as pollutants.
Other substances are sometimes regarded as pollutants
(e.g. carbon dioxide) whilst not being regarded as

polisonous. Some substances are normally never

21



Lo que las Camaras de Recurso han decidido

1359/06 (cont.)

BOA:

classified either as poisonous or as polluting, even 1if
they might be either poisonous or polluting or both,
depending on the dose (e.g. table salt, which might be
poisonous depending on the dose and the circumstances,
or pollutant, e.g. for freshwater). Furthermore, the
Board accepts the respondent's view that in the present
technical field of exhaust gas purifying systems it 1is
usual to designate as "polsonous" substances that are
harmful for the system itself (in particular for the
catalyst) 1ndependently of their effect on organisms or

the environment.

22



Lo que las Camaras de Recurso han decidido

1359/06 (cont.)
BOA:

The above shows that the area defined by "poisonous
component” and the area defined "polluting components”
do not have clear boundaries when reference 1s made to
the general common understanding of these terms.
Moreover, even consldering these terms in the limited
context of claim 1, there 1s no clear basis for coming

to the conclusion that they define identical areas.

23



Lo que las Camaras de Recurso han decidido

1359/06 (cont.)

BOA:

Accordingly, 1t 1s not i1mmediately apparent that the
presence of the term "polluting" in claim 1 of the main
request instead of the term "poisonous" disclosed in
the application as filed does not result in new
technical information, contrary to the requirements of
Article 123(2) EPC. Analogously, 1t 1s not 1mmediately
apparent that the replacement of "polluting" by

"poisonous" in accordance with the first auxiliary
request does not extend the scope of protection,

contrary to the requirements of Article 123(3) EPC.

Pero... ¢alguien mirG el texto original en japonés? No he visto referencia
alguna al mismo en el expediente. La duda es: ;Y si el término original japonés
se podia traducir como “polluting”?

Claro, que T1483/10 vino despueés... “



Lo que las Camaras de Recurso han decidido

11483/10 (2.2 de reasons for the decision):

“According to Articles 153(2) EPC, an international application
for which the European Patent Office is a designated or elected
Office, shall be equivalent to a regular European application
(Euro-PCT application). Under Article 153(5) EPC Euro-PCT
applications shall be treated as European applications. It is also
a general principle that such applications must be treated as
favourably as those made in a contracting state (see T 700/05
Reasons - paragraph 4.1.1 also T 353/03). Hence, by analogy,
Article 14(2) EPC must also allow the translation into English of a
PCT application originally filed in Chinese to be brought into
conformity with the original Chinese text of the application
throughout the proceedings before European Patent Office.”

25



Un ejemplo reciente

I T R R e el

MAAAAAAANYNYS

FIG. 1 FIG. 2

Estado de la técnica Realizacion de la invencion
26



Un ejemplo reciente

Reivindicacion 1 de la patente:

FIG. 2

cSuenararo?
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Un ejemplo reciente

Si gue suena raro. Vamaos a investigar.

¢ Prioridad espanola? A ver en qué idioma se presento...

448 Technical documents

Furspdinsues
Patentamt

Eursgean
Patent Oifice

Cffie curogden

9

Qrignal file name:

Request for grant of a European patent

System file namu:

B-1 Speciication i admessibile non-EPQ Spanish version.pdf SPECMOMERD. pdf
langriag: 3 claimsZ2 figure(s)
B2 Translation of specification dascription. pdf SPECTRANEFO-1, pdf
figure(s) to be published: | absiract; 1
B-3 Trarslation of specification claims. pdf SPECTRANEPD-2 pdf
figure(s) to be published: | absiract; 1
B4 Trarslation of specification abstract. pof SPECTRANEPO-3.pf
figura(s) to be published: | absiract; 1
B-5 | Translation of specification drawings. pdf SPECTRANEPO-4.pf
figura(s) to be published: | absiract; 1
Fees Factor Fee Amount to
applied | schedule be paid
001 Filing fee - EP direct - online 0.8 105.00 84.00
002 Fee for a European search - Applications filed on/after 01.07.2005 1 1105.00 1105.00
005e Designation fee - For all contracting States designated for applications filed on/after 1 525.00 525 00

01.04.2009

Total:

EUR

1714.00
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Un ejemplo reciente

Reivindicacion 1 de la solicitud de patente:

Original en
castellano:

Traduccion
al inglés:

1. Sistema de conformacion de pequerios radios de curvatura para paneles de
lana mineral preformadoes provistos d-ada recubrimiente por una o ambas caras,
ademas de olros posibles recubrimientos exleriores, de  rigidez estructural
incrementada, del tipe de los que se utilizan para la fabricacién de conductos de
ventilacidén o climatizacién, compuesto por un alma central de lana mineral, en especial
de lana de vidrio, caracterizado porque al menos une de los|velos|tiene un ancho
inferior al del panel, dejando al menos una banda longiludinal extrema del mismao libre
de velo para que de esta forma se pueda conformar un machihembrade con radios de

curvatura inferiores a los habituales.

1. System for the formation of small curvature radius in
preformed mineral wool panels having a covering (Ehin webh]on one

or both faces, apart {from other eventual external covering
elements, wWith a higher structural rigidity, of the type used
for the manufacture of conductions for wentilation or air

conditioning comprised of a mineral woel core, particularly a
glass fiber core, characterized in that at least one of the
covering| thin webs|has a width less than the total width of the
panel, leaving at least one and lengitudinal band of the panel
free of the covering welb, sc¢ that a joint may be formed by a
grooving and tonguing with curvature radius smaller than usual,

Pregunta: ¢velo = thin web? -



Un ejemplo reciente

“Notice of opposition”: 5 paginas sobre Art. 100(c) CPE
Algunos extractos:

(II1) REGARDING ART. 100(c) EPC

It follows from Art. 70(2) EPC that in the present case, the text of the
“application as filed” is the original Spanish text. Thus, for the purpose of Art.

100(c), the text of the patent as granted has to be compared with the original
Spanish text, as filed on 7/7/11.

30



Un ejemplo reciente

“Notice of opposition”: 5 paginas sobre Art. 100(c) CPE
Algunos extractos (cont):

As the translation was not corrected during the pre-grant prosecution of the
application, the patent was granted with this wording of claim 1.

However, the filing of the alleged translation violated Art, 123(2) EPC, as it
introduced changes to the subject-matter that were not supported by the
application as filed in Spanish. Due to the generally unclear language of the
application in general and the claims in particular (both in Spanish and in
English), it is difficult to assess the full importance of the changes in scope that
took place due to the filing of the English version. However, it is established
practice under the EPC that Art. 123(2) EPC is to be applied strictly.

In the present case, it appears that at least the following differences between
the original Spanish text of the application as filed and the English text of the
patent as granted, justify revocation under Art. 100(c) EPC:

31



Un ejemplo reciente

“Notice of opposition”: 5 paginas sobre Art. 100(c) CPE
Algunos extractos (cont):

"velo” - "thin web”

The term "velo” has a clear meaning in Spanish, and it does not correspond to
a "thin web”, The correct translation into English is “veil”. We are not aware of
any support for the translation of "velo” into "web”, and even less into “thin
web”, Reference is made to Collins, page 921 (for the translation of "velo”),
and to Oxford, page 1746 (for the meaning of "web”). That is, not only is a
"velo” a “veil” rather than a "web”, but the application as filed is also
completely silent on whether the item in question is thick or thin. That is, apart
from the non-supported change of "velo” into "web”, there is a non-supported

addition of "thin”. Thus. the amendment not onlv fails to comnlv with the so-
called disclosure test (no thin web was disclosed in the application as filed), but
it also fails to comply with the so-called novelty test: a system including a “thin
web” would be novel over a similar system in which instead of a “thin web”
there was a (more or less thick or thin) "veil”.

This violation of Art., 123(2) EPC appears to he especially serious taking into
account that the "veil” or "velo” appears to relate to the core of the invention.

32



Un ejemplo reciente

Respuesta de la titular de la patente:
(III) REGARDING ART. 100(c) EPC

The Article 100(c) of the EPC reads as follows:

"(c) the subject-matter of the European patent extends beyond the content of the
application as filed, or, if the patent was granted on a divisional application or on a
new application fited under Article 61, beyond the content of the earlier application as
filed.”

We agree in that, for the purpose of Art. 100(c), the text of the patent as granted has
to be compared with the original Spanish text, the "application as filed" on 07/07/2011.

In principle, we request to maintain as granted in its entirety the opposed patent.
However, in order to avoid any potential non observance of the Art. 123 (2) EPC, and
following Rule 139 EPC, we file the Auxiliary Requests 2 and 3 with the modifications of
the translation of the expressions listed below. In said list, the first term is the original
word in Spanish in the application as filed, the second term is the current translation to
English, the third term is the a first alternative translation into English (Aux Req 2), and
the fourth term is the a second alternative translation into English (Aux Req 3), if
different from Aux Req 2.
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Un ejemplo reciente

Respuesta de la titular de la patente (cont):

(I11.1) Regarding claim 1:

> first term - second term - third term (Aux Req 2) = fourth term (Aux Req 3), if
different from Aux Req 2

> "velo" - "thin web" - “web” (Aux Req 2) - “veil” (Aux Req 3)

34



Un ejemplo reciente

Comunicacion de la Division de Oposicion:

Communication pursuant to Article 101(1) and Rule 81(2) to (3) EPC

Further examination of the opposition(s) is based on the following documents:

3
3.1

3.2

Translation / Art. 100(c) - 123(2) EPC

The Division agrees with both parties that in the present case the "application
as filed" is the Spanish text filed on 07 July 2011 (Art. 70(2) EPC).

A translation into English was also filed on the same day. Based on this
English translation the contested patent was granted.

The Opponent has raised objections under Art. 123(2) EPC / 100(c) EPC.
According to the Opponent several terms which appear in the granted patent
are mistranslated so that the features referred to by the mistranslated terms
have no basis in the application as filed. For instance, "velo" (Spanish
application as filed) should have been translated into "veil" and not into "thin
web".

According to Rule 5 EPC the EPO may require a certificate that a translation
corresponds to the original text.
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Un ejemplo reciente

Comunicacion de la Division de Oposicion (cont.):

The annotated European Patent Convention (Derk Visser, 18th revised
Edition, ISBN 978-90-78310-07-5); p.22, point 6) elaborates that the EPO may
request a certified translation "if there is any doubt about the accuracy of the

translation”.

In the present case, even the Proprietor appears not to dispute that the
English translation is not entirely correct (see proprietor's response to the
notice of opposition, p.4, 1.6-8).

Hence there are serious doubts concerning the correctness of the present
English translation. An examination under Art. 123(2) EPC is however only
possible if the exact content of the application as filed is known.

The Patentee is therefore requested to file a certified translation of the
nish lication as filed into English.

This translation will than form the basis for the further examination of the
patent under Art. 100(c) / 123(2) EPC.



Un ejemplo reciente

Comunicacion de la Division de Oposicion (cont.):

3.3 Itcanbe noted that a correction of the translation is possible at any stage,
including opposition proceedings.

34  Corrections which offend against Art. 123(3) EPC are however not allowable.
(Derk Visser, 18th revised Edition, ISBN 978-90-78310-07-5); p.22, point 5).

37



Un ejemplo reciente

La titular de la patente presenta traduccion certificada.

La reivindicacion 1 se corrige de la siguiente manera:

1. : system for the formaticon of amall curvature 1 145 1n
preformed mineral woal panels: having a cover :_:|-'__1[ : 1 Librisr—r=ir |ON

one or both faces, apart from cther possiblesTThcge: SERCeLnal
covering elamasnts, with a higher atructural rigidity, <o the
Eype used for the manufacture of duct sesrreumtians for
wventilation or air conditiconing comprized of a minaral wool
core, particularly a glass Wool cors characterized 1n that
at laast one of the covaring rrrr—wees |has a widbh less

Chan the S of the panel; 1-?;.?1:1-:; at least one and

longitudinal band of the panel free of Lhe covering vellw=d, =o

Ehat a tongue and groove joint-sSedese may i L S il B
—aranams Wwith curvaturs iti3s smaller than uzual.
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Un ejemplo reciente

Argumentos de la oponente antes de vista oral:

(2) REGARDING ARTICLE 123(2)&(3) EPC

In form 2906 annexed to the summons the Opposition Division already pointed
out some of the problems that have to be considered due to the presence of
apparently inconsistent requests that are all in contradiction with the latest one
of the multiple alternative translations that so far have been submitted by the
Proprietor.

Regarding this latest translation, that is, the certified one filed in response to
the examination report mailed on 17/6/15, we observe the following:
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Un ejemplo reciente

Argumentos de la oponente antes de vista oral (cont.):

(2.1) REGARDING ART. 123(3) EPC

The Proprietor’s letter of 14/10/15 fails to explain why the modified text could
reasonably by considered to comply with Art. 123(3) EPC. The Proprietor
argues in said letter that "the new translation do not offend Art 123(3) EPC as
the new translation is more precise, which goes in the opposite direction of 'to
extend the protection it confers’ (sic).

The preliminary opinion already identified some of the flaws of this statement.
In our view, due to its relevance, this statement still merits some attention:
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Un ejemplo reciente

Argumentos de la oponente antes de vista oral (cont.):

(2.1.1) BLATANT VIOLATION OF ART. 123(3)

The sweeping statement made by the Proprietor completely fails to address the
remarkable change from “thin web” to "veil”. Not surprisingly, here, the
Proprietor has preferred not to enter into details. Now, changing from "“thin
web” to "veil” does not seem to imply any enhanced preciseness, rather the
contrary: "veil” is not more precise than "web”, and the term "thin” has simply
been removed, rendering the claimed matter not more but less precise.

Whereas we do not rule out that there may be some specific types of veils that
actually can be regarded as thin webs (such as thin veils in some kind of web
form), many veils are not webs as all, and some veils may not even be
particularly thin. What is important in what regards the application of Art.
123(3) EPC is whether the change from "thin web” to "“veil” implies that the
scope of claim 1 as per the so-called certified translation filed with the
Proprietor’s letter of 14/10/15 includes matter that was not encompassed by
claim 1 of the patent as granted. It clearly does.
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Un ejemplo reciente

Argumentos de la oponente antes de vista oral (cont.):

Just for the sake of completeness, enclosed please find copies of selected pages
from the Oxford Advanced Learner’s Dictionary, eighth edition, 2010 (Oxford
University Press, Great Clarendon Street, Oxford OX2 6DP, Great Britain) (that
is, from the dictionary referred to as "Oxford” in our notice of opposition) and
recent print-outs from www.wordreference.com, showing the definitions of the
terms “thin”, "web” and “veil” in the language of the proceedings. Changing
from "web” to "veil” does not make the language "more precise” as alleged by
the Proprietor, but shifts the scope of the claim from “webs” to “veils”, and
removing “thin” inevitably expands the scope of the claim.

A change from "web” or "veil” to “thin web” or “thin veil”, respectively, might
have provided for the enhanced precision alleged by the Proprietor, but
changing from "thin web” to "veil” implies shifting the scope of the claim so as
to extend the protection conferred by the patent (if maintained as amended) to
matter not within the extent of the protection conferred by the patent as
granted.

42



Un ejemplo reciente

Argumentos de la oponente antes de vista oral (cont.):

Thus, to the extent that the Proprietor requires the patent to be maintained on
the basis of the certified translation including the shift from “thin web” to "veil”,
any such request should be rejected for incompliance with Art, 123(3) EPC.
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Un ejemplo reciente

Lo que la Division de Oposicion decidio:

13.2

13.2.1

Art. 123(3) EPC

Claim 1 as granted concerned mineral wool panels having a covering "thin
web".

Claim 1 of the main request concerns mineral wool panels having a covering
"veil".

The Patentee has argued that the replacement of "thin web" with "veil" did not
lead to a broadening of the scope of claim 1.,

Neither the term "web" nor the term "veil" had an exactly defined meaning in

the art but in essence, the terms related to the same thing. If anything, the
term "veil" was more restricted compared to the term "thin web".
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Un ejemplo reciente

Lo que la Division de Oposicion decidio (cont.):

The term "web" implied some type of network structure of interconnected
elements, the elements for instance being fibrous and having cross-over
points and empty spaces between the elements.

The term "veil” basically meant the same. For instance the term "veil” implied
a certain degree of transparency as found in a light woven structure, which in
turn could also be called a "thin web".

It could also be noted that the "veil" was described to act as a distribution
plate for forces acting on the panel. It was well-known that net-like structures

were best-suited to distribute loads so that the skilled person would have
known that a "veil" is a specific type of a "thin web".
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Un ejemplo reciente

Lo que la Division de Oposicion decidio (cont.):

The Division agrees with some of the arguments brought forward by the
Patentee, most notably with the Patentee’s understanding and interpretation
of the term "web".

The Division shares the Patentee's interpretation that the term "web”
unambiguously implies some type of network structure of interconnected
elements, the elements for instance being fibrous and having cross-over
points, the structure having empty spaces between the elements.

In contrast, the Division is of the opinion that a compact material like
aluminium fail is not a "web".
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Un ejemplo reciente

Lo que la Division de Oposicion decidio (cont.):

During the discussion of a lower-ranking request, the Patentee argued that at
the atomic level, also aluminium foil is a "web", but this interpretation appears
to be artificial and unrealistic in the technical context of the present invention.

The Division further agrees with the Patentee that webs or web-like materials
can also be considered as veils.

However, the Division is of the opinion that the term "veil® is not restricted to
web-like materials but also covers maternials which the skilled person would
not consider as webs.

The Division is convinced that, unlike the term "web", the term “vell” does not
imply the structural limitations mentioned above but relates more to the
function of the material: A "veil” is a material that covers another material. As
long as a material fulfils this covering function, it can be regarded as a "veail”,
regardless of its structure.
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Un ejemplo reciente

Lo que la Division de Oposicion decidio (cont.):
It follows that a facing made of aluminium foil would be covered by claim 1 of
the main request, while it was not covered by claim 1 as granted.

The Division would like to point out that aluminium foil is actually used as
covering material in mineral wool panels used for ducts as can be seen for
instance from D& (col. 1,1.11-16 and col. 3, |. 2). Hence the question of
whether aluminium foil is covered by claim 1 or not is not a purely academic
one, but highly relevant for the assessment of a possible broadening of the
scope.

Moreover it cannot be derived from the application as filed that particular
facing materials, i.e. only web-like materials, are to be used in the present
invention. Quite the opposite, the application points out that the problems
caused by the conventional facing materials are overcome by the invention
without having to replace these conventional facing materials.
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Un ejemplo reciente

Lo que la Division de Oposicion decidio (cont.):

Thus, the amendment resulted in a broadening of the scope of claim 1 so that
the requirement of Art. 123(3) EPC is not met.

Similar considerations apply to the deletion of the term "thin". While the
limitations implied by the term are not totally clear, the presence of this term
in the claim certainly excludes web materials which are so thick that the
skilled person would not reasonably consider them to be "thin®.

This limitation is no longer present in claim 1 of the main request. While it is
true that the term “veil” might also imply a certain "thin-ness”, this limitation
i5 much less explicit than the corresponding limitation of granted claim 1.

Therefore the Division is of the opinion that also for this reason the
requirement of Art. 123(3) EPC is not metL.

Therefore the main request is not allowable.
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Un ejemplo reciente

Lo que la Division de Oposicion decidio (cont.)
(después de analizar las auxiliary requests):

18 Decision

As none of the requests on file is allowable, the Oppaosition Division has
decided to revoke the patent (Art. 101(3){b) EPC).
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Un ejemplo reciente

¢Hubo recurso?

Si, pero no...

Europiilsches

Patentamt
, European
0 Patent Office
Office européen

des brevets

European patent application No. |11173002.4

I. Findings No notice of appeal filed but appeal fee paid!

1. IH Appeal in which more than one party is involved (opposition procedure, except when all
oppositions have been withdrawn). Refer the case to the Board of Appeal without delay using
EPO Form 2703.
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¢Recomendaciones?

¢ Qué podemos hacer para evitar esta “trampa’”?

» ¢ Presentar las solicitudes PCT y EP en inglés?

»¢Y sireivindican prioridad de una solicitud espaiola? ¢Riesgo
de perder la prioridad si hay un error de traduccion (G2/98)?

> ¢ Presentar también la prioritaria en inglés?

»:Nunca empezar con una solicitud espanola (redactada en
espanol) de patente o de modelo de utilidad?

»Tener cuidado con la “jerga” de los inventores. ;Qué es un
“velo”? ¢Cual es el término correcto en inglés? ¢En aleman?
¢En chino?

»Cuando redactas en un idioma...jpensar en la traduccion a
los demas!

Esto da para pensar...;cuantas patentes actualmente en vigor
son potencialmente nulas “por culpa de la traduccion?”
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